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Status 

1 )KI Responsive to communication(s) filed on 16 September 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-4 and 6-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-4 and 6-11 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20091216 



Application/Control Number: 10/572,879 Page 2 

Art Unit: 3747 

DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/16/2009 has been entered. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1-4 and 6-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bennett (US Patent No. 6,216,675) in view of Brummer et al. (US Patent No. 
5,445,130) and Watanabe et al. (US Patent No. 5,251,603). 

With regards to claim 1 , the patent to Bennett discloses a cooling device (28, Col. 
3, Line 29, Col. 1, Lines 14-16, See Figure 1 ) for a fuel-recirculation circuit (Col. 3, Lines 
28-32) from the injection system (14, Col. 2, Line 60, See Figure 1) to the tank (18, Col. 
3, Line 12, See Figure 1 ) of a motor vehicle, which has a first opening and a second 
opening for connection to said recirculation circuit and comprises a pipe (28, See Figure 
1 ) having a side wall (1 54, Col. 4, Line 28, See Figure 5) and a finned radiant body (32, 
Col. 3, Line 31 ) in a relationship of heat exchange with said pipe (28), end couplings 
(28, See Figure 1) connected hermetically to said pipe (28), an elongated body (28) 
housed in a through cavity (enclosed by fins 34, Col. 3, Line 32, See Figure 2) defined 
by said pipe (28), projections (32,34) radially interposed between said pipe (28) and 
said elongated body (28) to define internal passages traversed by said fuel, in that said 
projections (32, 34) are integrally formed on at least one of said pipe (28) and said 
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elongated body (28), and in that said end couplings (See Figure 1) are connected to 
said pipe (28) only except positively disclosing the elongated body is made of polymeric 
material and is interference fitted in said through cavity. As to the polymeric material, 
the patent to Brummer et al. discloses an elongated body is made of polymeric material. 

As to the new limitation of "in that said pipe is made of a metal material having a 
different coefficient of thermal expansion than the polymeric material," since Bennett 
explicitly states that "other changes may be made in detail, especially in matters of 
shape, size, arrangement of the parts, order of steps or material of components within 
the principles of the invention", it would have been obvious to a person of ordinary skill 
in the art at the time the invention was made to substitute the material of the elongated 
body of Bennett with a polymeric material in view of the teaching to Brummer et al., in 
order to have a material that is resistant to fuel and heat. Furthermore, as the 
interference fit, the patent to Watanabe et al. discloses an elongated body (36) is 
interference fitted in a cavity (See Figure 6). It would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to modify the elongated body 
of Bennett and Brummer with wherein the elongated body (36) is interference fitted in a 
cavity in view of the teaching to Watanabe, in order to prevent temperature rise of 
gasoline or fuel in the fuel tank or a motor vehicle (Col. 1 , Lines 6-8). See MPEP 
2144.07. In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960) (selection of a 
known plastic to make a container of a type made of plastics prior to the invention was 
held to be obvious) 
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As to the limitation of "having at least a tapered end longitudinally spaced from 
said couplings", the patent to Watanbe clearly shows the claimed limitation in Figure 5. 
With regards to the conical shaped connectors instead of tapered connectors, the 
patent to Benett discloses a conically shaped connector (138) as addressed in claim 1 1 . 
Since Applicant has not provided a reason or benefit to modify a tapered end with a 
conical end and the prior art clearly shows using a conical end as evidenced by 
Bennett, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the tapered ends of Bennett with conically shaped 
end because the modification is invariably design choice. In re Seid , 161 F.2d 229, 73 
USPQ 431 (CCPA 1947) (Claim was directed to an advertising display device 
comprising a bottle and a hollow member in the shape of a human figure from the waist 
up which was adapted to fit over and cover the neck of the bottle, wherein the hollow 
member and the bottle together give the impression of a human body. Appellant argued 
that certain limitations in the upper part of the body, including the arrangement of the 
arms, were not taught by the prior art. The court found that matters relating to 
ornamentation only which have no mechanical function cannot be relied upon to 
patentably distinguish the claimed invention from the prior art.). 

With regards to claim 2, the patent to Bennett discloses said radiant body (10) 
comprises a plurality of fins that are longitudinal with respect to said pipe (See Figure 
2). 
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With regards to claim 3, the patent to Bennett discloses said longitudinal fins are 
arranged in spoke-like fashion with respect to said pipe (See Figure 2). 

With regards to claim 4, the patent to Bennett discloses said elongated body (10) 
is coaxial to said pipe (24, See Figure 1). 

With regards to claims 6 and 7, the patent to Bennett discloses said elongated 
body carries said projections in contact with said side wall of said pipe (24), thus 
defining said internal passages (See Figure 2). 

With regards to claim 8, the patent to Bennett discloses said elongated body (10) 
has a circular cross section (See Figure 2). 

With regards to claim 9, the combination of Bennett, Watanabe et al., and 
Brummer et al. discloses all the limitations of the claimed subject matter including 
Watanabe et al. discloses that the projections are helical. 

With regards to claim 10 the patent to Bennett discloses characterized in that 
said projections are longitudinal (See Figures 1 and 2). 
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With regards to claim 1 1 , the patent to Bennett discloses said at least one 
coupling comprises a substantially conical portion (138) housing a respective end (See 
Figures 1 and 2). 



Response to Arguments 

2. Applicant's arguments filed 9/1 6/2009 have been fully considered but they are 
not persuasive. 

Applicant's Arguments 

Claims 1-4 and 6-1 1 are pending in the application. 

Claims 1-4 and 6-1 1 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,216,675 to Bennett ("Bennett") in view of U.S. 
Patent No. 5,445,130 to Brummer et al. ("Brummer") and U.S. Patent No. 5,251,603 to 
Watanabe et al. ("Watanabe"). This rejection is respectfully traversed as follows. 

[1]lt is believed that the combination of Bennett, Brummer and Watanabe does 
not teach or suggest all of the elements of independent claim 1 . Applicant respectfully 
submits that Bennett does not teach or suggest an elongated body that has at least one 
conical end portion longitudinally spaced from end couplings connected to the pipe. In 
addition, Bennett is not understood to teach or suggest that the end couplings have a 
substantially conical shape. Brummer and Watanabe fail to make up for the deficiencies 
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of Bennett. Neither Brummer nor Watanabe discloses an elongated body that has at 
least one conical end portion longitudinally spaced from end couplings connected to the 
pipe or that the end couplings have a substantially conical shape. For at least these 
reasons, it is respectfully submitted that independent claim 1 and the claims that 
depend therefrom are patentable over Bennett in view of Brunnner and Watanabe. 

Applicant notes that the Office Action dated April 23, 2009 expressly referenced 
the conical structure recited in independent claim 1 . See April 23, 2009 Office Action at 
8 ("the specificity found in Applicant's specification particularly the sectional finned 
structure and the conical structure with member 11,12 and 17 are not found in the claim 
language"). 

Examiner's Response to Arguments 

Applicant contends that the prior art does not reasonably teach a conical shaped 
end. However, as discussed previously, the patent to Bennett clearly discloses a 
conical end 138. Examiner can't find in Applicant's specification the benefit of having a 
conical end as opposed to a tapered end. 
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In Applicant contends the rejection, feel free to particularly point to this teaching in 
Applicant's specification. 



Conclusion 
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3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Davies et al. (US Patent No. 6,536,516) shows the current state 
of the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEITH COLEMAN whose telephone number is 
(571)270-3516. The examiner can normally be reached on 5:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Cronin can be reached on (571)272-4536. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KAC 
IK. C.I 

Examiner, Art Unit 3747 



/Stephen K. Cronin/ 

Supervisory Patent Examiner, Art Unit 3747 



